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Detailed Action 

This Office action is responsive to the reply filed on April 1 , 2009. Per the reply, 
the specification has been amended so as to obviate the informalities noted in the prior 
action. Claims 1-8 and 13-18 remain pending and under examination herein. 

The declaration under 37 CFR 1.132 filed 04/01/09 is sufficient to overcome the 
rejection of claims 1-7 and 13-16 based upon Pedretti et al, alone or in view of 
Sandstrom et al. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 8 and 17 stand rejected under 35 U.S.C. 102(b) as being anticipated by 
US 4429089 (hereinafter 'Pedretti'). 

Pedretti has disclosed the polymerization of 1 ,3-butadiene at a temperature lower 
than 25°C (viz., 20°C), in the presence of a catalyst system prepared by described 
procedure A, see Examples 18, 19, and 23. Per procedure A, the catalyst system was 
prepared by adding solvent, a component (A) (organic metallic compound of aluminum), 
diolefine, lanthanide complex (C) and Lewis acid (B) to a bottle, which was then placed 
to carry out polymerization in a rotary bath (col. 5, line 45 to col. 6, line 5). This 
procedure illustrates preparation of the catalyst system in the presence of the monomer 
to be polymerized as discussed at column 4, lines 27-30 of Pedretti. As butadiene 
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polymerization was conducted subsequent to this preparation procedure, the catalyst 
system used in said examples is considered to meet the "previously prepared" limitation 
of claim 8. Further, the components A, C and B in said examples correspond to 
applicants' components (B), (A) and (C) as defined in claim 8, which is readable on a 
method wherein the 1 ,3-butadiene being polymerized originates from the conjugated 
diene monomer present in the previously prepared catalyst system. As to claim 17, the 
specific lanthanide complex used as component C in the cited examples [Nd(0-n- 
CioH 2 i)3] is an alkoxide of neodymium, and as such, qualifies as "a salt of neodymium 
soluble in a hydrocarbon solvent" as claimed. As such, reference to Pedretti is deemed 
fully responsive to the limitations of claims 8 and 17. 

Applicants' arguments filed 04/01/09 with respect to Pedretti have been fully 
considered but are not persuasive of error in the repeated rejection. 

Applicants traverse the rejection, arguing that Pedretti (1) does not teach, in the 
examples at low polymerization temperature such as 20°C that the catalyst system is 
previously prepared in the presence of a neodymium compound, aluminum alkyl 
compound, source of halogen and small portion of conjugated diene monomer as 
required by the present claims and (2) does not teach that it is especially advantageous 
to "pre-form" the polymerization catalyst prior to contacting the catalyst with major 
portion of the conjugated diene monomer. 

As to point (1 ), it is noted that the rejected claims do not recite or otherwise 
include any positive limitation on amount of either the conjugated diene monomer 
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present in the catalyst system or the 1 ,3-butadiene being polymerized. Claim 8 in 
particular merely requires a catalyst system consisting of the defined components [(A), 
(B) and/or (D) and (C)] and a conjugated diene monomer, and that the catalyst system 
be previously prepared in the presence of component (A), component (B) and/or 
component (D), component (C) and the conjugated diene monomer. The catalyst 
system used in at least Examples 18, 19 and 23 of Pedretti is considered to meet the 
"previously prepared" limitation for the reasons discussed in the above rejection, the 
components A, C and B therein correspond to applicants' components (B), (A) and (C) 
as claimed, and component (D) is a non-essential (i.e., optional) element of the rejected 
claims. Furthermore, claims 8/17 do not preclude polymerizing 1 ,3-butadiene monomer 
originating from the conjugated diene monomer present in the previously prepared 
catalyst system. Applicants' argument, therefore, is not commensurate in scope with 
the rejected claims. 

As to point (2), it is not necessary to the anticipation rejection that Pedretti 
recognize any advantage deriving from a pre-formed catalyst since the reference 
presents examples describing a polymerization procedure utilizing a previously 
prepared catalyst system, upon which the rejected claims read. Evidence of purported 
unexpected results, even if present herein, is not relevant to an anticipation rejection. 
Moreover, applicants have pointed to no record evidence demonstrating the critical ity of 
such "catalyst pre-formation" to obtainment of highly pure microstructure, and examiner 
has independently found none. Argument of counsel cannot take the place of evidence 
in the record, In re Pearson, 181 USPQ 641 , 646 (CCPA 1974). 
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Claims 1 -7 and 1 3-1 6 are allowable over the prior art of record. 

Claim 18 stands objected to as being dependent on a rejected base claim, but 
would be allowable if rewritten in independent form including all the limitations of the 
base claim and any intervening claim. Use of the particular rare earth element 
containing compound recited in this claim in a method of producing a butadiene-based 
polymer according to claim 17 is not disclosed nor adequately suggested in the 
available prior art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner F. M. Teskin whose telephone number is 
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(571 ) 272-1 1 16. The examiner can normally be reached on Monday through Thursday 

from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Fred M Teskin/ 

Primary Examiner, Art Unit 1796 
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